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1 )^ Responsive to communication(s) filed on 21 November 2006 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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6) D Claim(s) 1-4.6.8-15 and 17 is/are rejected. 

7) D Claim(s) Sand 7 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
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1 .□ Certified copies of the priority documents have been received. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This Office Action is in response to the amendment filed November 21 , 2006 in 
which claims 1 and 17 were amended. 

Upon further consideration of the prior art, Wallace is hereby reinstated for the 
reasons sets forth below. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-4, 6 and 8-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wallace (US 5,944,858) in view of FORD. 

Wallace teaches a fuel composition comprising one or more fuel soluble 
manganese carbonyl compounds. The composition improves combustion 
characteristics such as less soot, smoke, carbonaceous products and noxious 
emissions and its use can result in decreased fuel consumption in diesel engines (see 
abstract). The manganese compound may be methylcyclopentadienyl manganese 
tricarbonyl and is present in the fuel composition in an amount from 0.1-5 ppm (see col. 

3. lines 51-54; col. 4, lines 16-18). The fuel may be diesel fuel or fuel derived from 
vegetable oils (biodiesel) (see col. 12, lines 66-68; col. 13, lines 7-8). Wallace teaches 
that the diesel fuel meets BS 2869 specifications (sulfur content less than 1%). This 
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amount encompasses 30 ppm sulfur (see col. 13, lines 22-29). Wallace tests his fuel in 
turbocharged diesel engines (see col. 20, lines 48-50) and he teaches that the fuels of 
his invention are suitable for use as railway diesel fuel, tractor diesel fuel, off-road diesel 
fuel and inland waterways fuel. This teaching of various engines clearly suggests use in 
at least one of the systems as set forth in claim 12. 

Wallace teaches the limitations of the claims other than the soot loading 
limitation. However, FORD teaches this difference. 

FORD teaches that the engine oil classification has been officially termed API 
CH-4 and that these oils will offer more protection than those of the past and that these 
oils will ensure optimum soot holding characteristics (see third paragraph). It is noted 
that Applicant uses API CH-4 oils in the specification. 

It would have been obvious to one of ordinary skill in the art to employ the 
claimed engine oil because FORD teaches that new regulation and engine design 
modifications have contributed to increase soot loading in the engine oil and the one 
skilled in the art would desire an engine oil that controls this problem and protects the 
engine from excessive engine wear (see second paragraph). 

3. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wallace 
(US 5,944,858). 

Wallace teaches a fuel composition comprising one or more fuel soluble 
manganese carbonyl compounds. The composition improves combustion 
characteristics such as less soot, smoke, carbonaceous products and noxious 
emissions and its use can result in decreased fuel consumption in diesel engines (see 
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abstract). The manganese compound may be methylcyclopentadienyl manganese 
tricarbonyl and is present in the fuel composition in an amount from 0.1-5 ppm (see col. 

3, lines 51-54; col. 4, lines 16-18). The fuel may be diesel fuel or fuel derived from 
vegetable oils (biodiesel) (see col. 12, lines 66-68; col. 13, lines 7-8). Wallace teaches 
that the diesel fuel meets BS 2869 specifications (sulfur content less than 1%). This 
amount encompasses 30 ppm sulfur (see col. 13, lines 22-29). Wallace tests his fuel in 
turbocharged diesel engines (see col. 20, lines 48-50) and he teaches that the fuels of 
his invention are suitable for use as railway diesel fuel, tractor diesel fuel, off-road diesel 
fuel and inland waterways fuel. 

Wallace teaches the limitations of the claims other than the various diesel fuel 
combustion systems. However, no unobviousness is seen in this difference because 
Wallace tests his fuel in turbocharged diesel engines (see col. 20, lines 48-50) and he 
teaches that the fuels of his invention are suitable for use as railway diesel fuel, tractor 
diesel fuel, off-road diesel fuel and inland waterways fuel. This teaching of various 
engines clearly suggests use in at least one of the systems as set forth in the claim. 

4. Claims 5 and 7 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

The prior art of record fails to teach or suggest the method wherein the claimed 
inorganic and organic manganese compounds are employed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 
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